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1 . Claims 1 to 1 0 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

It is unclear what is intended and embraced by "modified", as it describes 
the silicone oil. Specifically, what is within the breadth of this term and what is 
specifically excluded is unknown. 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 1 - 10 are rejected under 35 U.S.C. 102(a) as being anticipated by 
JP 2002-302549, as interpreted by the English language equivalent Tamura et al. 

JP 2002-302549 teaches an episulfide compound that meets that required 
by the claimed composition. In the English equivalent, see the compound on 
paragraph 14, as it meets the compound (A) in claims 1, 4 and 5. See also para- 
graph 33 and on. Paragraph 92 teaches the curing catalyst component (B) as 
claimed. Paragraph 155 teaches the addition of nonionic silicon containing sur- 
factants and polysiloxanes in an amount of .0001 to 5, preferably .0005 to 3 parts 
by weight. This meets claimed component (C), as well as the requirement of 
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claim 3. For claim 2, see also paragraph 155, which teaches various silane 
adhesion improvers. Paragraph 159 teaches an optical product meeting claim 7. 

5. Claims 1 to 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Amagai et al. '307. 

Amagai et al. '307 teach an episulfide compound that meets that required 
by the claimed composition. See for instance the compound on paragraph 3, line 
20, as it meets the compound (A) in claims 1 , 4 and 5. Column 5, lines 40 and 
on, teaches the curing catalyst component (B) as claimed. Column 15, lines 18 
and on, teaches the addition of nonionic silicon containing surfactants and poly- 
siloxanes meeting the claimed component (C), as well as the requirement of 
claim 3. For claim 2, see also column 15 which teaches various silane adhesion 
improvers. Column 16 teaches an optical product. 

This reference differs from that claimed in that it does not specifically 
teach an amount of nonionic surfactants containing silicone or polysiloxane as 
the internal mold release agent. One having ordinary skill in the art would have 
motivation to adjust and/or optimize the amount of internal mold release agent, in 
an effort to determine the proper and/or optimum amount required. Adjusting the 
amount of mold release agent would have been within the skill of the ordinary art- 
isan. It has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art (i.e. does not require undue experimentation). In this manner the 
skilled artisan would have found the claimed composition obvious. 

6. Amagi et al., Yoshimura et al. and Jiang et al are cited as being of general 
interest. These references teach an episulfide composition containing a silicone, 
but do not specifically teach an amount of silicone. These references are no 
closer to the claimed composition than the teachings of Amagai et al. and have 
not been applied against the claims to avoid redundancy. 
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7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Margaret G. Moore whose telephone number 
is 571-272-1090. The examiner can normally be reached on Monday and 
Wednesday to Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on 571-272-1078. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 



mgm 
1/31/08 



